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DETAILED ACTION 

Specification 

1. The abstract of the disclosure is objected to because the abstract should be in the 
form of a single paragraph. 

Correction is required. See MPEP § 608.01(b). 



Claim Objections 

2. Claims 3-4 are objected to under 37 CFR 1.75(c), as being of improper dependent 
form for failing to further limit the subject matter of a previous claim. Applicant is 
required to cancel the claim(s), or amend the claim(s) to place the claim(s) in proper 
dependent form, or rewrite the claim(s) in independent form. 

As worded, it is unclear how claims 2 and 3 further limit the parent claim as no 
process limitation is provided to limit the parent claim. While reference to offset (claim 
3) and gravure (claim 4) printing is made, this is in the preamble of the claim and as 
such does not limit the method claim. 



Claim Rejections - 35 USC § 112 
3. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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4. Claims 5-9 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 5, lines 5-6, "0.1 to less than 2.0 parts by weight of the pigment of 
polyvinyl alcohol as an auxiliary" is confusing as to what amount of weight is required. 
Does applicant mean "0.1 to less than 2.0 parts by weight of polyvinyl alcohol per 100 
parts by weight of the pigment as an auxiliary" as described in claim 2 above? 

The other dependent claims do not cure the defects of the claims from which 
they depend. 

Claims 

5. As to the use of "a film transfer method" in the claims, the Examine understands 
this to require a roll coating method as described at page 1 of the specification. If 
applicant disagrees, he should so state on the record. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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7. Claims 2-3 and 5-9 are rejected under 35 U.S.C 103(a) as being unpatentable over 
Saji et al (US 5030325) in view of Hershey et al (US 4154899). 

Saji teaches a method of producing coated paper for printing. Column 2, lines 15- 
30 and column 1, lines 10-20. A coating color containing a pigment and an adhesive is 
applied on a base paper. Column 2, lines 15-30. The coating color can contain 
polyvinyl alcohol and starch as adhesives. Column 4, lines 10-30. The adhesive can be 
5-50 wt parts per 100 wt parts pigment. Column 4, lines 25-35. The applied coating 
weight can be 50 g/m2. Column 4, lines 60-65. The coating can be applied to the paper 
by various methods, such as blade coating, a roll coater, a reverse roll coater, a gravure 
coater, a size press coater etc. Column 4, lines 40-48. A coated paper is provided for 
printing. Column 2, lines 15-30 and column 1, lines 10-20. 

Saji teaches all the features of these claims except (1) the precise amounts of 
polyvinyl alcohol (claim 2), (2) the offset printing (claim 3), (3) the amount of starch 
(claim 5), (4) the transfer roll coater method (claim 8). 

Hershey teaches a method for producing coated paper for printing. Column 2, 
lines 15-30. A coating color containing a pigment and an adhesive is applied on a base 
paper. Column 2, lines 30-40. The coating color can contain 1.5 parts by weight of 
polyvinyl alcohol per 100 parts by weight of the pigment. Column 12, lines 5-10 and 30- 
55 (Example 8). The applied coating weight can be 12 lbs/ ream (> 7 g/m2) (for 
example 10 lbs/ ream is approx. 14.6 g/m2). Column 3, lines 10-15. Hershey teaches to 
apply the coating by blade coating. Column 2, lines 15-25. The paper can be for offset 
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printing. Column 2, lines 25-30. The coating can also be 1.5 parts by weight of starch as 
an adhesive per 100 parts by weight of the pigment Column 12, lines 5-10 and 30-55 
(Example 8). The amount of adhesive can be less than 18 parts by weight per 100 parts 
by weight of the pigment (note Example 8, which has 15 parts by weight). Column 12, 
lines 5-10 and 30-55 (Example 8). A coated paper is produced. Column 2, lines 15-30. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Saji to use the paper for offset printing and to use the 
starch and polyvinyl alcohol amounts suggested by Hershey in order to provide a 
desirable paper for a process such as offset printing, because Saji teaches that a 
desirable paper for printing is coated with pigments and adhesives that can include 
starch and polyvinyl alcohol, and Hershey teaches that desirable papers for printing 
made by coating with pigments and adhesives can be used in offset printing and that 
desirable amounts of starch and polyvinyl alcohol are 1.5 wt parts per 100 weight parts, 
of pigment for each. It further would have been obvious to modify Saji in view of 
Hershey to use a transfer roll coater as the film transfer method with an expectation of 
achieving a desirable coating, as Saji teaches that a variety of roll coating (film transfer) 
methods can be used, and it is the Examiner's position that transfer roll coating is a well 
known method of roll coating. 
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8. Claim 4 is rejected under 35 U.S.C. 103(a) as being unpatentable over Saji in view 
of Hershey as applied to claims 2-3 and 5-9 above, and further in view of Lee et al (US 
4258104). 

Saji in view of Hershey teaches all the features of this claim except the use of the 
paper for gravure printing. 

However, Lee teaches that when coating a paper with adhesive and pigment for 
printing purposes, a desirable printing process to be provided on the paper is a 
rotogravure (a type of gravure) printing. Columnl, lines 1-25, column 11, lines 5-20 and 
column 13, lines 30-36. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify Saji in view of Hershey to provide that the paper is 
printed with a gravure printing process as suggested by Lee in order to provide a 
desirable printed paper, because Saji in view of Hershey teaches to provide a 
pigment/ adhesive coated paper for a printing process, and Lee teaches that when 
providing a pigment/ adhesive coated paper for a printing process, a desirable printing 
process to be used is a rotogravure process. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Katherine A. Bareford whose telephone number is (571) 
272-1413. The examiner can normally be reached on M-F(6: 00-3:30) with the First 
Friday Off. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on (571) 272-1423. The fax phone numbers 
for the organization where this application or proceeding is assigned are (571) 273-8300 
for regular communications and for After Final communications. 

Other inquiries can be directed to the Tech Center 1700 telephone number at 
(571) 272-1700. 

Furthermore, information regarding the status of an application may be obtained 
from the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http: //pair-direct.uspto.gov . Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



KATKER9JE BAREFQre 
PRIMARY EXAMWER 




